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What is the GC3?

The Green Chemistry & Commerce Council (GC3) is a
multi-stakeholder collaborative that drives the commercial
adoption of green chemistry by catalyzing and guiding
action across all industries, sectors and supply chains.
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Our Vision and Mission

Vision: A world where green chemistry is standard practice
throughout the value chain.

Mission: To drive the commercial adoption of green chemistry by
catalyzing and guiding action across all industries, sectors and
supply chains.
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More than 120 Members Across Sectors and the Value Chain
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Creating an innovation ecosystem for green and
bio-based chemistry technologies

Goals:
« Support green and bio-based chemistry start-ups

* Introduce large strategics to new chemical technologies, partnership and
investment opportunities
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Members of the GC3 Startup Network Include:
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GC3 Startup Network Technology Showcases

Workshop on Leveraging
Partnerships to Accelerate Green
& Bio-Based Chemistry Innovation Technolog
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GC3 Technology Showcase GC3 Innovators Roundtable
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Registration is now open, please visit www.greenchemistryandcommerce.org.
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Ground Rules

* Due to the number of participants in the webinar, all lines
will be muted

* |f you have a question or comment, please type it in the
“Questions” box located in the control panel

 Questions will be answered at the end of the
presentation
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Today’s Lineup

Shana K. Cyr, Ph.D., J.D.

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
11955 Freedom Drive, Reston, VA 20190-5675

(571) 203-2434

shana.cyr@finnegan.com

M. David Weingarten, Ph.D., J.D.
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
271 17t Street, NW, Suite 1400, Atlanta, GA 30363

(404) 653-6457
o
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david.weingarten@finnegan.com
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Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

Championing Your Ideas with
Coordinated IP Strategies

Shana K. Cyr, Ph.D., J.D., and M. David Weingarten, Ph.D., J.D.



Property Rights

e Use
 Exclude
* Transfer
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* How are ideas different?

* Do you own your ideas?

FINNEGAN



Intellectual Property

Patents
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IP Portfolio
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Intellectual Property

Patents

FINNEGAN



Patent Types

Utility

USO0PP27640P3

. United States Patent (9 {11] Patent Number: 4,516,948
a2 United States Plant Patent o) Patent N US PP27,640 P3 Obara 5] Date of Patent:  M: , ‘985
Trees @51 Date of Patent: Feb.7,2017 —_— o] DinorPwier Mo W D®
(50) ROSA PLANT NAMED SFROSALZS' Related US. Application Data [54] RECONFIGURABLE TOY ASSEMBLY 1s6) Refercaces Cited
U.S. PATENT DOCUMENTS
0 Ogaw ...
3 Murakami
Nakane

. (60)  Provisional application No. 62/1
¢0 31, 2018

@ hybride [75] lnventor: Hiroyeki Obara, Tokyo, Japan
Varictal Denomination: - SFROSA128

) IatCL 73] Assignee: Takara Co., Ltd., Tokyo, Japan
(1) Agplicant: Scott Trees, Arroyo Grande, CA (US 1018 02 (2006.01) — ) e ’ 946 3/1984 Iwao et al
Inventor:  Scott Trees. Arroyo Grande, CA (US| i P g

[21] Appl No.: 584,460 Primary Examiner—Mickey Yu
Assignee: Sunrise Farm Flowers, LLC, Arroyo 104
G

’ : Ariorney, yent, or Firm—Jackson, Jones & Price
. e
A(US) X Aot 510 3 Filed:  Feb. 28, 1984 o ABSTRACT

See application file for complete search bistory

N 1) Forcign Application Priority Data A reconfigurable toy assembly having foldable portions
Kent L Bell | N sembly to simulate & toy combination
o T s G E Sep. 22, 1983 UF]  Japan e vehicle having a tractor unit and a trailer unit separata-
bly connected to cach other. The tractor unit when

(*) Notice:  Subject to sy disclaimer, the lerm of th

ABSTRACT
1) Appl. No. .5 A new and distinet cultivae o
SFROSAI28'
vellow
aze. and moderste]
Prior Publication Data th habit, is

[51] Int. QL3 ..

of 2] us.c.
its

racierized by y reconfigurable into s play space for the
(58] Field of Search ........ . $46/95, 94, 93, 9 robotic humanoid,

446/99, 2 431, 433, 434, 465, 470,
SEP1 Oct 6, 2016

11 Claims, 7 Drawing Fig

1

Latin name of genus and species of plant chimed: Rosa

Variety denomination: *SFROSAI2E The
been repy

BACKGROUND OF THE INVENTION SFROSAI

The present i
The new cultivar wil
cultivar  name
cultivar of sarub n
landscape sheub.
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le (pollen) parent of the e
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Promote Innovation

File application with USPTO

* Patentable subject matter, utility, described,
enabled, definite, novel, nonobvious

* Withstand examination at USPTO

Withstand challenges at USPTO and in court

» 20 years from effective filing date

FINNEGAN



Parts of a Patent
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* Summary Page: Title, inventor(s), assignee(s)
* Specification: Describe invention and object of invention

[
Claims: Particularly point out |nvent|on R U

usu\g oﬁ'ctmg for sak or selling the invention throughout the United States of America or
imposrtinge the invention into the United States of Aimerica, and if the invention is a process,
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* A compound of the formula shown
where Xis...
a chlorine atom
a chlorine atom or a fluorine atom
a halogen atom

il
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Varied Protection

A composition comprising
& & , '

g a compound....
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Claim Meaning

1. A pharmaceutical formulation for oral administration
comprising a pure solid state alkaline salt of the (<)

NOC 0186-5040

S Nexmm

~§ esomeprazole magnesnum
: c

enantiomer of S-methoxy-2|((4-methoxy-3.3-dimethyl-2-
pyridinyl)methyl]sulfinyl]- [H-benzimidazole and a pharma-
ceutically acoeptable carrier.

AstraZeneca AB v. Hanmi USA, Inc.,

FINNEGAN 554 Fed. App'x 912 (Fed. Cir. 2013)



A Careful Balance

Patentable subject matter
Utility

Described, enabled, definite
Novel
Not obvious

FINNEGAN



o o e, bl Baa_ N

. Patenable Subiect Matter

* Process, machine, manufacture, composition of
matter, or improvement thereof
* “Anything under the sun that is made by man”
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Not an Abstract Idea or Product of Nature

L. An isolated DNA coding for a BRCAL polypeptide, INFORMATION FOR SEQ 1D MO

( i ) SEQUENCE CHARACTERISTICS:

said polypeptide having the amino acid sequence set forth in CA ) LENOTIS 5914 base pas

SEQ ID NO:2. S —
2. The isolated DNA of claim 1, wherein said DNA has Cmmm

the nucleotide sequence set forth in SEQ ID NO:1, INFORMATION FOR SBQ 1D NO:2:

( i ) SEQUENCE CHARACTERISTICS:

{ A ) LENGTH: 1863 aminc acids
( B ) TYPE: amino acid
( D ) TOPOLOGY: linear

{ i 1 ) MOLECULE TYPE: protcin

Association for Molecular Pathology v. Myriad Genetics, Inc.,

FINNEGAN 133 S. Ct. 2207 (2013)



3. A vaccine comprising: Peptide F; and a
pharmaceutically acceptable carrier.

4. A vaccine comprising: Peptide F; and a
pharmaceutically acceptable carrier
selected from the group consisting of a
cream, emulsion, gel, liposome,
nanoparticle, or ointment.

2. A dietary sweetener comprising: 1-5
percent texiol; and at least 9o percent
water.

3. A dietary sweetener comprising: 1-5
percent texiol; at least go percent water;
and 1-2 percent Compound N.

FINNEGAN

Ineligible

Eligible

Ineligible

Eligible

USPTO Examples

2. A method of diagnosing julitis in a patient, said
method comprising: a) obtaining a plasma sample
from a human patient; b) detecting whether JUL-1 is
present in the plasma sample by contacting the
plasma sample with an anti-JUL-1 antibody and
detecting binding between JUL-1 and the antibody;
and c) diagnosing the patient with julitis when the
presence of JUL-1 in the plasma sample is detected.

Ineligible

3. A method of diagnosing julitis in a patient, said
method comprising: a) obtaining a plasma sample
from a human patient; b) detecting whether JUL-1 is
present in the plasma sample by contacting the
plasma sample with a porcine anti-JUL-1 antibody
and detecting binding between JUL-1 and the
porcine antibody; and c) diagnosing the patient with
julitis when the presence of JUL-1 in the plasma
sample is detected.

Eligible

USPTO Subject Matter Eligibility Examples: Life Science
(May 2016)
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* Specific and substantial unless well-established
* Not wholly inoperative
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Inoperative

27. A beverage selected from the group consisting essentially of ethyl alcohol
containing liquids, fruit juices, coffee, tea, extruded soy protein, and chicken soup,
the beverage having enhanced flavor, obtained by practicing the method steps

consisting essentially of establishing a substantially constant magnetic field with a
minimum strength of about 3,000 Gauss, and passing the beverage through the field
so that the flavor thereof is enhanced.

Fregeau v. Mossinghoff,

FINNEGAN 776 F.2d 1034 (Fed. Cir. 1985)



Described, Enabled, Definite

* Demonstrate possession of the invention
 Enable others to make and use the invention

without undue experimentation
* Distinctly claim the invention

FINNEGAN



Hypothetical Possibility

1. A method of treating Alzheimer's disease and re-

lated dementias which comprises administering to a

patient suffering from such a disease a therapeutically
effective amount of galanthamine or a pharmaceutical-
ly-acceptable acid addition salt thereof.

In re 318 Patent Litigation,

FINNEGAN 583 F.3d 1317 (Fed. Cir. 2009)



Terms with Multiple Meanings

Cyanocobalamin specifically?

1. A method for administering pemetrexed disodium to 2 More broadly, a class of
patient in need thereof comprising administering an effective compounds including
amount of folic acid and an effective amount of a metliylma- pharmaceutical derivatives of
lonic acid lowering agent followed by administerirg an effec- cyanocobalamin?
tive amount of pemetrexed disodium, wherein

the methylmalonic acid lowering agent 1sselcCied from the
group consisting of vitamin B12, nydroxycobalamin,
cvano-10-chlorocobalamin, aquocobalamin perchlor-
ate, aquo-10-cobalamin perchlorate, azidocobalamin,
cobalamin, cyanocobalamin, or chlorocobalamin.

Eli Lilly & Co. v. Teva Parenteral Medicines, Inc.,

FINNEGAN 845 F.3d 1357 (Fed. Cir. 2017)



* Not anticipated expressly or inherently
* Not barred by statute

FINNEGAN



Inherent Anticipation

Digestion

—

Schering Corp. v. Geneva Pharmaceuticals,

FINNEGAN 339 F.3d 1373 (Fed. Cir. 2003)



On-Sale Bar

4. A crystalline calcium salt of 5-methyl-(6S)-
tetrahydrofolic acid with 2 theta values of 6.5, 13.3, 16.8 and
20.1 (Type I) said crystalline salt having a water of crystal-

) lization of at lcast onc equivalent per cquivalent of
5-methyltetrahydrofolic acid.

Merck & Cie v. Watson Laboratories, Inc.,

FINNEGAN 822 F.3d 1347 (Fed. Cir. 2016)



Previous Disclosure

3. A method for use in the investigation of nuclear
magnetic resonance in a specimen, the method com-
prising: ' : _ -

exciting transient radio-frequency resonance signals

in the specimen by means of a train of radio-fre-
quency pulses successive ones of which are in rela-
tive phase gquadrature; '
deriving from said resonance signals two substantially
identical sinusoidal transient signals having the
same transient form as said resonance signals;
producing two sinusoidal reference signals which are
substantially identical except for being in phase
guadrature and which have a frequency close to
that of said two sinusoidal transient signals;
multiplying each of said sinusoidal transient signals
- by a Qifferent one of said reference signals to pro-
duce two output signals each having sum and dif-
ference frequency components which correspond
to the sum and difference respectively of the fre-
quencies of said sinusocidal transient signals and
said reference signals; and ' L
selecting said difference frequency component from
each of said two output signals. '

National Research Development Corp. v. Varian Associates, Inc.,
FINNEGAN 17 F.3d 1444 (Fed. Cir. 1994)



Not Obvious

Differences between invention and prior art not
obvious to person having ordinary skill in the art

FINNEGAN



1. A compound of the formula:

0
/

U

S NH

N~

I
0O
or a pharmacologically acceptable salt thereof.

2. A compound as claimed in claim 1, wherein the

compound is 5-{4-[2-(5-ethyl-2-pyridyl)ethoxy]benzyl }-
2,4-thiazolidinedione.

Lead Compound

0
X
NH
N 0
(o]

compound "b"

pioglitazone

Takeda Chemical Industries, Ltd. v. Alphapharm Pty.,

FINNEGAN

492 F.3d 1350 (Fed. Cir. 2007)



Reason to Modify

L4

»>—S N

1. A compound represented by the formula: " \_§;>
¢

O—(CHy3OCH: lansoprazole

=

0
CH:
N
Q >—S—CH3 ~
H

or a pharmaceutically acceptable salt thereof.
2. The compound of claim 1 as the sodium salt.

Eisai Co. v. Dr. Reddy’s Laboratories, Ltd.,

FINNEGAN 533 F.3d 1353 (Fed. Cir. 2008)



Reasonable Expectation of Success

2-pyr EHDP

4. A diphosphonic and acid compound, or pharmaceut;-

cally-acoeptable salt or ester thereaf, which is 2-(3-pyridyl)-
|-hydroxyethane diphosphonic acid

Procter & Gamble Co. v. Teva Pharmaceuticals USA, Inc.,

FINNEGAN 566 F.3d 989 (Fed. Cir. 2009)



Obijective Indicia

FINNEGAN



Patent Strategies

* Harvestinventions ——— ‘
* Strategically time filings D L |
* Obtain claims of varying scope : ( ‘

* Identify continuation opportunities
* Use patent marking

* Develop a monetization program

* Monitor use by others

Enforce

FINNEGAN



Intellectual Property
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Trade Secrets
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Secret and Valuable Information
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Protect Confidential Business Information

* No longer secret

FINNEGAN



Reasonable Efforts to Maintain Secrecy

E.l. DuPont DeNemours & Co. v. Christopher,

FINNEGAN 431 F.2d 1012 (5th Cir. 1970)



Changing Jobs
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United States v. Nosal,

FINNEGAN
844 F.3d 1024 (9th Cir. 2016)



Reverse Engineering

* Readily ascertainable from
publicly available information

Chicago Lock Co. v. Fanberyg,

FINNEGAN 676 F.2d 400 (gth Cir. 1982)



Using Patents and Trade Secrets

FINNEGAN



Trade Secret Strategies

Restrict access

Establish written trade secret policy

Use confidentiality agreements

Train employees

Use legending

Monitor authorized and unauthorized access
Enforce

FINNEGAN



Intellectual Property
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Creative Works
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Promote Creativity

— - =

* Creative work fixed in a tangible medium

 Life plus 70 years
* Orshorter of 120 years from creation
or 95 years from first publication

FINNEGAN
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Books

Google

Search the world's most comprehensive index of full-text books.

My library

Authors Guild v. Google, Inc.,

FINNEGAN 804 F.3d 202 (2d Cir. 2015)



Copyright Strateqies

* Register copyright for benefits
* Use copyright notice

* Monitor use by others

* Enforce




Intellectual Property
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Source ldentifiers

’mlovin’it’

The Ultimate

Driving Machine

BISNEP

FINNEGAN



Protect Marketplace

—

* Mark that identifies and distinguishes a source

* Abandoned
* No longeridentifies and distinguishes source

FINNEGAN



Generic
« Common name

* “Apple,” “Bicycle”
» Cannot be protected

FINNEGAN

Descriptive

* Immediately
identifies good’s
nature

» “‘Home Depot,”
“Sharp,” “Windows”

* Requires secondary
meaning

Suggestive

* Identifies good’s
nature with
imagination

* “Coppertone,”
“Chicken of the

Sea,” “PlayStation,”
“‘Microsoft”

* Inherently distinctive

Strength of Word Marks

Arbitrary

» Common word used
in unique way

JLY ° “Apple,”

“Starbucks,”

“Blackberry,” “Gap”

* Inherently distinctive

Y
[ I—.

Fanciful

* Invented word

» “Kodak,” “Xerox,”
“Exxon,” “Buick”

* Inherently distinctive



Advicor
Altocor

Kos Pharmaceuticals, Inc. v. Andrx Corp.,
369 F.3d 700 (2004)

FINNEGAN



No Similar Appearance for Competing Product

Nexium® capsules with either two or three gold-colored bands

".

Pfizer's Nexium® OTC capsules

Teva Mylan

First wave Nexium® generics

Second wave Camber Nexium® generic

AstraZeneca AB v. Camber Pharmaceuticals, Inc.,

FINNEGAN 2015 WL 7307101 (D. Del. 2015)



No Blurring or Tarnishing

“To associate such a noxious substance as
cocaine with plaintiff's wholesome beverage...
would clearly have a tendency to impugn that
product and injure plaintiff's business
reputation....”

Coca-Cola Co. v. Gemini Rising, Inc.,
FINNEGAN 345 F. Supp. 1183 (E.D.N.Y. 1972)
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Trademark Erosion?

FINNEGAN



Using Design Patents and Trademark

Aug. 3, 1937. E. KELLY Des. 105,529

BOTTLE
Filed March 24, 1937

Frregene fiedly.

FINNEGAN



Trademark Strateqies

Strategically develop marks
Conduct clearance search

Register with USPTO
Protect against erosion
Monitor use by others
Enforce

FINNEGAN



Coordinated_Strategies

I1. Carefully choose IP

2. Run business with IP in mind

' 3. Monitor others’ IP

4. Remember that timing is critical

FINNEGAN



Disclaimer

These materials have been prepared solely for educational and entertainment purposes
to contribute to the understanding of U.S. intellectual property law. These materials
reflect only the personal views of the authors and are not individualized legal advice. Itis
understood that each case is fact specific and that the appropriate solution in any case
will vary. Therefore, these materials may or may not be relevant to any particular
situation. Thus, the authors, Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
(including Finnegan Europe LLP, and Fei Han Foreign Legal Affairs Law Firm) cannot be
bound, either philosophically or as representatives of their various present and future
clients, to the comments expressed in these materials. The presentation of these
materials does not establish any form of attorney-client relationship with these authors.
While every attempt was made to ensure that these materials are accurate, errors or
omissions may be contained therein, for which any liability is disclaimed.
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ThankYou

Shana K. Cyr, Ph.D., J.D.

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
11955 Freedom Drive, Reston, VA 20190-5675
(571) 203-2434

shana.cyr@finnegan.com

M. David Weingarten, Ph.D., J.D.

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
271 171 Street, NW, Suite 1400, Atlanta, GA 30363
(404) 653-6457

david.weingarten@finnegan.com
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Question & Answer

Please enter questions or comments in the
“Questions” box located in the control panel.
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MAY 7-9, 2019 | HOSTED BY P&G FABRIC CARE, CINCINNATI, OHIO

4th Annual 14t Annual
GC3 Technology Showcase GC3 Innovators Roundtable
May 7, 2019 May 7-9, 2019

Registration is now open, please visit www.greenchemistryandcommerce.org.
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Thank you for joining us!

For more information about the GC3:
www.greenchemistryandcommerce.org
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